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Sir: 



This appeal Is from the decision of the Primary Examiner dated November 10. 
2005 , finally rejecting claims 1-24, which are reproduced as the Claims Appendix of 
this brief. 

r~l A check covering the □ 250 □ 500 Government fee is filed herewith. 

13 Charge □ 250 |EI 500 to Credit Card. Form PTO-2038 is attached. 

The Commissioner is hereby authorized to charge any appropriate fees under 
37 C.F.R. §§1.16, 1.17, and 1.21 that may be required by this paper, and to credit 
any overpayment, to Deposit Account No. 02-4800. 



I. Real Party in Interest 

The present application is assigned to Western Digital Ventures, Inc. Western 
Digital Ventures, Inc. is the real party in interest, and is the assignee of Application 
No. 10/004,100. 
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II. Related Appeals and Interferences 

The Appellant's legal representative and assignee do not know of any other 
appeal or interferences which will affect or be directly affected by or have bearing on 
the Board's decision in the pending appeal. 

III. Status of Claims 

Claims 1-24 are currently pending in this application and are all rejected. 

IV. Status of Amendments 

All Amendments of record have been entered. There are no pending 
Amendments After Final. The Examiner refused Appellant's request for a personal 
interview to discuss points raised in an "Interview Agenda" (copy attached as 
Evidence Appendix). 

V. Summary Of Claimed Subject Matter 

The present invention is directed to using a mailbox file on a disk storage 
medium of a disk drive, wherein the mailbox file is executable under control of the 
disk drive. A command can be responded to by performing a function characterized 
by contents of the mailbox file. 

Appellant's exemplary Figure 1 embodiment illustrates a disk drive 100 that 
includes a disk storage medium 106. As described in lines 1-3 of paragraph [0018] 
on specification page 7, at least one of the addressable locations of a first range of 
host interface addressable locations is used to designate a mailbox file. This portion 
of the specification describes that a mailbox file is a functional file contained on the 
storage medium of a hard disk drive, the file being executable under control of the 
hard disk drive. 
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Lines 1-4 of paragraph [0019] on specification pages 8-9, describe that disk 
controller 112 responds to a command from a host computer operating system that 
references the mailbox file 120. The disk controller can respond by perfomning a 
function characterized by the contents of the mailbox file. 

Paragraph [0020] on specification page 9, describes that because the 
computer hardware internal to disk controller 112 performs the function 
characterized by the contents of the mailbox file, the speed at which the function is 
performed is accelerated. Paragraph [0021] describes that the mailbox file 120 can 
contain any form of computer software code for performing any type of function, and 
that the mailbox file can, for example, act as a "window" through which the host 
computer's operating system accesses a second range of addressable locations that 
are othenvise "hidden" from the disk drive host Interface and operating system. 

The foregoing features are encompassed by Appellant's independent claims 1 
and 12. Claim 1 is directed to a disk drive (e.g.. Figure 1, drive 100) which 
comprises, among other features, a disk storage medium (e.g., disk medium 106). 
The disk storage medium has a first range of disk drive host interface addressable 
locations (e.g., user partition 110 of disk medium 106; paragraph [0016]) accessible 
by a host computer operating system (e.g., host computer 1 02). At least one of the 
addressable locations is used to designate a mailbox file (e.g., mailbox file 120) 
executable under control of the disk drive (e.g., paragraph [0018]). Claim 1 also 
recites a disk controller for responding to the command from the host computer 
operating system that references the mailbox file to perform a function 
characterized by contents of the mailbox file (e.g., paragraph [0019]). 
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Clainn 12 is directed to a method for accessing storage locations of a disk 
storage medium in a disk drive using a disk controller. Claim 12 recites that at least 
one of the addressable locations is used to designate a mailbox file (e.g., Figure 1 
mailbox 120; e.g., created using Figure 6, steps 605, 610, 615), executable under 
control of the disk drive (e.g., paragraph [0018]. The claim 12 method recites a 
step of responding to a command from the host computer operating system by 
performing a function characterized by contents of the mailbox file (e.g.. 
Paragraph [0019], and step 410 of Figure 4). 

VI. Grounds of Rejection to be Reviewed on Appeal 

The rejection of independent claims 1 and 12 under 35 U.S.C. §1 02(e) as 
being anticipated by U.S. Patent No. 6,772,281 (commonly assigned to the present 
assignee Western Digital Corp.) (the Hamlin patent) is improper because the Hamlin 
patent fails to disclose all elements recited in claims 1 and 12. 

VII. Argument 

The Hamlin patent fails to anticipate each and every element recited in 
independent claims 1 and 12 

Independent claims 1 and 12 are allowable over commonly assigned U.S. 
Patent No. 6.772.281 (Hamlin), because the Hamlin patent does not anticipate all 
features recited in these claims relating to use of a mailbox file. The Hamlin patent 
does not disclose a file stored on a disk storage medium of a disk drive which is 
executable under control of the disk drive, or a disk drive that responds to a host 
command by performing a function characterized by the contents of such a file. The 
Hamlin patent discloses translating a received read address to achieve a different 
boot-up process in response to a host request. Neither the file read, nor the 
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translation function executed, constitutes a mailbox file executable under control of a 
disk drive. Moreover, the disk drive disclosed in the Hamlin patent does not, in 
response to the received read address, perform a function characterized by contents 
of a mailbox file. 

The Hamlin patent does not anticipate Appellant's claim 1 disk drive which 
includes, among other features, a mailbox file executable under control of the disk 
drive; and a disk controller that references the mailbox file to perfonn a function 
characterized by contents of the mailbox file. 

In addition, the Hamlin patent fails to anticipate claim 12 which relates to a 
method that includes, among other features, designating a mailbox file executable 
under control of the disk drive, and responding to a command by performing a 
function characterized by contents of the mailbox file. 

The rejection of independent claims 1 and 12 under 35 U.S.C. §1 02(e) as 
being anticipated by the Hamlin patent is improper and should be reversed. The 
Hamlin patent discloses a disk drive. The disk drive is programmed to translate an 
address received in a host read command. Based on this translation, the disk drive 
returns data to the host from a different address. The Hamlin patent thus discloses a 
modified data read from a disk drive. 

The Hamlin patent discloses that the read data can include boot sector code. 
However, the boot sector code of the Hamlin patent does not constitute a file which 
is executable under control of the disk drive, nor does the disk drive perform any 
function characterized by contents of the boot sector code. As such, the boot 
sector code of the Hamlin patent does not constitute Appellant's claimed "mailbox 
file", and related features of Appellant's claims 1 and 12. 
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The portions of the Hamlin patent cited by the Examiner in the final rejection 
of claims 1 and 12 describe translating a read address to achieve a different boot-up 
process in response to a particular host request. Portions of the Hamlin patent relied 
upon in the Final Office Action, such as column 3, lines 1-7 and column 5. lines 39- 
50 merely describe programming of the disk drive to return a different sector of the 
disk drive during a boot-up process. The discussion at column 5, lines 48-51 in the 
Hamlin patent refers to the disk drive asserting autonomous control over the boot 
process. The disk drive asserts autonomous control over the boot process by 
substituting another sector's content for an expected boot sector content. 

In the Hamlin patent, the original boot sector code requested by the host 
computer does not constitute a mailbox file that is executable under control of the 
disk drive, as recited in claim 1 . In addition, the disk controller in the Hamlin patent 
does not perform a function characterized by contents of the original boot sector 
requested by the host computer. As such, the disk controller does not respond to a 
command from the host computer operating system that references a mailbox file 
that is executable under control of a disk drive, to perform a function characterized 
by contents of the mailbox file. 

Claim 1 is therefore allowable. Independent claim 12 recites features similar 
to those discussed above with respect to claim 1 and is allowable over the Hamlin 
patent for similar reasons. 

All of the remaining claims 2-11 and 13-24 depend from independent claims 1 
and 12 and recite additional advantageous features which further distinguish over 
the Hamlin patent. 
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CONCLUSION 

The Examiner has failed to establish that the Hamlin patent anticipates each 
and every element of Appellant's independent claims 1 and 12. These claims, along 
with all claims which depend therefrom, are allowable. 

VIII. Claims Appendix 

See attached Claims Appendix for a copy of the claims involved in the appeal. 

IX. Evidence Appendix 

See attached Evidence Appendix for copies of evidence relied upon by 
Appellant. 

X. Related Proceedings Appendix 



NONE 



Respectfully submitted, 



Buchanan Ingersoll PC 



Date May 25. 2006 
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VIIL CLAIMS APPENDIX 

The Appealed Claims 

1 . (Previously Presented) A disk drive, comprising: 

a disk storage nnedium having a first range of host interface addressable 
locations accessible by a host computer operating system, at least one of the 
addressable locations being used to designate a mailbox file executable under 
control of the disk drive; and 

a disk controller for responding to a command from the host computer 
operating system that references the mailbox file to perform a function characterized 
by contents of the mailbox file. 

2. (Original) A disk drive according to claim 1 , wherein the mailbox file is 
located in at least one of the disk storage medium and a computer memory 
associated with the disk controller. 

3. (Original) A disk drive according to claim 1 , wherein first range of disk 
drive host interface addressable locations is in a first space directly accessible by the 
host computer operating system. 

4. (Original) A disk drive according to claim 1, wherein the function is 
used to access a second range of addressable locations used to store information 
that are not disk drive host interface addressable and that are contained on the disk 
storage medium. 

5. (Presently Presented) A disk drive according to claim 4, wherein the 
information is written to the second range of addressable locations in an encrypted 
format. 

6. (Original) A disk drive according to claim 4, wherein the disk controller 
uses a command block contained in the mailbox file for accessing the second range 
of addressable locations. 
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7. (Original) A disk drive according to claim 6, wherein the command 
block is stored in an encrypted format in the mailbox file. 

8. (Original) A disk drive according to claim 7, wherein information is 
written to the second range of addressable locations in an encrypted format. 

9. (Original) A disk drive according to claim 1 , wherein the function is 
used to transfer a key from the mailbox file. 

10. (Original) A disk drive according to claim 1 , wherein the function is 
sued to perform a data transformation. 

1 1 . (Original) The disk drive according to claim 1 , the disk drive being 
compatible with at least one operating system that is capable of accessing disk 
drives and with at least one disk drive host interface. 

12. (Previously Presented) A method for accessing storage locations of a 
disk storage medium in a disk drive using a disk controller, the disk storage medium 
having a first range of host interface addressable locations accessible by a host 
computer operating system, at least one of the addressable locations being used to 
designate a mailbox file executable under control of the disk drive, the method 
comprising the steps of: 

recognizing a command from the host computer operating system as a 
reference to the mailbox file; and 

responding to the command by performing a function characterized by 
contents of the mailbox file. 

13. (Original) A method according to claim 12, wherein the mailbox file is 
located in at least one of the disk storage medium and a computer memory 
associated with the disk controller. 

14. (Previously Presented) A method according to claim 12. wherein the 
function is used to access a second range of addressable locations used to store 
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information that are not host interface addressable and that are contained on the 
disk storage medium. 

15. (Original) A method according to claim 14, comprising the step of: 
using a command block contained in the mailbox file for accessing the second 

range of addressable locations. 

16. (Original) A method according to claim 15, wherein the command 
block is stored in an encrypted format in the mailbox file. 

17. (Previously Presented) A method according to claim 16, wherein the 
information is written in an encrypted format to the second range of addressable 
locations. 

18. (Original) A method according to claim 12, wherein the function 
comprises the step of: 

accessing the second range of addressable locations using a file system of 
an application program. 

19. (Original) A method according to claim 18, wherein the application 
program writes information in an encrypted format to the disk storage medium. 

20. (Original) A method according to claim 14, wherein the step of 
responding comprises the step of: 

transferring information between the mailbox file and the second range 
of addressable locations. 

21 . (Original) A method according to claim 20, comprising the step of: 
providing an indication in the mailbox file when a transfer of the 

information is complete. 

22. (Original) A method according to claim 20, comprising the step of: 
decoding an encrypted command from the application program, within 

the disk drive, to initiate the step of transferring. 
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22. (Original) A method according to claim 20, comprising the step of: 
decoding an encrypted command from the application program, within the 

disk drive, to initiate the step of transferring. 

23. (Original) A method according to claim 22, wherein the information is 
stored on the disk drive, and transferred between the disk drive and the application 
program in an encrypted form. 

24. (Original) A method according to claim 12. comprising the step of: 
using a command validation key associated with the mailbox file to at least 

one of validate and reject the command. 
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IX. EVIDENCE APPENDIX 



The Examiner refused Appellant's request for a personal interview to discuss 
points raised in an "Interview Agenda" 
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Attorney Docket No. K35A0989 (-025) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Patent Application of ) FAX NUMBER: 571 273-4177 

Thomas D. Hanan ) Group Art Unit: 2186 

Application No.: 10/004.100 \ Examiner: Mathew D. Anderson 

Filed: October 31, 2001 Confimiation No.: 9371 

For: DISK DRIVE AND METHOD FOR \ 

USING A MAILBOX FILE \ 

ASSOCIAGTED WITH A DISK ( 

STORAGE MEDIUM FOR ( 

PERFORMING A FUNCTION \ 

CHARACTERIZED BY CONTENTS ( 

OF THE MAILBOX FILE j 

INTERVIEW AGENDA 

As previously discussed with the Examiner, the undersigned requests an 
Examiner Interview to discuss the Final Office Action dated September 28, 2005, An 
agenda of items for discussion is as follows: 

Discuss clear errors in the rejection of Independent claims 1 and 12 under 35 
U.S.C. §1 02(e) based on U.S. Patent No. 6,772,281 (Hamlin). In particular, discuss 
claimed features such as "a mailbox file executable under control of the disk drive" and 
a disk controller "that references the mailbox file to perfomi a function characterized by 
contents of the mailbox file", relative to portions of the Hamlin patent relied upon in the 
Office Action (especially: CoL 3, lines 1-7; and Col. 5. lines 39-50). See last response 
filed November 4. 2005, at page 9, first three full paragraphs. For example, the 
discussion at Col, 5, lines 48-51 in the Hamlin patent refers to use of a disk drive which 
asserts "autonomous control over the boot process by substituting another sector's 
content for the expected boot sector contenf. In the Hamlin patent, the disk drive 
operating system is programmed to achieve a different boot up process. However, the 
original boot sector does not, for example, constitute Applicant's claimed "mailbox file" 
because no function characterized by the contents of the original boot sector are 
perfomied, and the disk controller of the Hamlin patent does not "perform a function 
characterized by contents of the mailbox file" as presently claimed. 
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As previously discussed with the Examiner, the undersigned requests an 
Examiner interview to discuss the Final Office Action dated September 28, 2005. An 
agenda of items for discussion is as follows: 

Discuss clear errors in the rejection of independent claims 1 and 12 under 35 
U.S.C. §1 02(e) based on U.S. Patent No. 6,772,281 (Hamlin). In particular, discuss 
claimed features such as "a mailbox file executable under control of the disk drive" and 
a disk controller "that references the mailbox file to perform a function characterized by 
contents of the mailbox file", relative to portions of the Hamlin patent relied upon in the 
Office Action (especially: Col. 3, lines 1-7; and Col. 5, lines 39-50). See last response 
filed November 4, 2005, at page 9, first three full paragraphs. For example, the 
discussion at Col. 5, lines 48-51 in the Hamlin patent refers to use of a disk drive which 
asserts "autonomous control over the boot process by substituting another sector's 
content for the expected boot sector content". In the Hamlin patent, the disk drive 
operating system is programmed to achieve a different boot up process. However, the 
original boot sector does not, for example, constitute Applicant's claimed "mailbox file" 
because no function characterized by the contents of the original boot sector are 
performed, and the disk controller of the Hamlin patent does not "perform a function 
characterized by contents of the mailbox file" as presently claimed. 
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X. RELATED PROCEEDINGS APPENDIX 

NONE 
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